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DETAILED ACTION 

Restriction election 

1 . Amendment received on 07/16/2008 has been entered into record. The Office 
acknowledges the receipt of Applicant's restriction election. Applicant elects Group a, claims 1- 
10, 11-14 and 15-22, without traverse. Claims 23-24 are cancelled. Claims 1-10, 11-14 and 15- 
22 are currently pending. 

Priority 

2. This application has no priority claim made. The filing date is 03/3 1/2004. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 11-14 and 15-22 are rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non- statutory subject matter. 

a. Claims 1 1 and 15 recites the limitation of "computer program product". That is 
software per se. Further more as per lines 15-29 on page 19 of applicant's 
specification, a computer program product can be embodied in an information 
carrier, e.g. in a propagated signal. That is an evidence of that the invention is 
intended to be beyond the scope under 35 U.S.C. 101, i.e. process, machine, 
manufacture, or composition of matter. Thus claims 11,15 and their dependent 
claims 12-14 and 16-22 are rejected. For the purpose of applying art, the limitation of 
"computer program product" is read as "computer program stored in a machine- 
readable storage device" as per lines 15-29 on page 19 of applicant's specification. 
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Appropriate corrections are required. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 

basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that an international application filed 
under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

Claims 1-3, 5-9, 1 1-17, 19-22 are rejected under 35 U.S.C. 102(e) as being anticipated by 

Arora et al. (US 20040064512 Al), hereinafter referred as Arora. 

a. Regarding claim 1 , Arora disclosed a method for use in a computer system for 
responding to received electronic messages, the method comprising: upon receipt of 
an incoming electronic message in a computer system (paragraph 18: join an instant 
message group), accessing meta information stored in the computer system that 
identifies a first pre-selected class of a plurality of classes of stored fact information 
(paragraph 80: join the network, query and index registered keywords and subjects of 
interest, registered metadata); retrieving a portion of the stored fact information that is 
a member of the first pre-selected class (paragraph 86: membership service); and 
storing the retrieved portion of the stored fact information in an electronic file that is 
associated with the incoming electronic message such that a rule for processing the 
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incoming electronic message can be applied to the retrieved portion (paragraph 129: 
share a common set of interests and rules to publish, share and access contents).. 

b. Regarding claim 2, Arora disclosed the method of claim 1 , wherein the portion of the 
stored fact information is retrieved when there is a need to apply the rule (paragraph 
719: rule by which security is enforced). 

c. Regarding claim 3, Arora disclosed the method of claim 1 , wherein the computer 
system includes a workflow for processing the incoming electronic message and 
wherein the method further comprises providing the electronic file with a lifetime 
bound to the workflow (paragraph 596: rendezvous service, query propagation within 
the limits of loop and TTL). 

d. Regarding claim 5, Arora disclosed the method of claim 1 , wherein the meta 
information includes the rule and a fact attribute identified by the rule, the fact 
attribute identifying the first pre-selected class of stored fact information, and wherein 
accessing the meta information comprises accessing the rule and the fact attribute 
(paragraph 129: share a common set of interests and rules to publish, share and access 
contents; paragraph 719: rule by which security is enforced). 

e. Regarding claim 6, Arora disclosed the method of claim 5, further comprising 
performing an initial screening of the incoming electronic message before accessing 
the meta information, wherein a result of the initial screening is used to select the rule 
from a plurality of rules (paragraph 129: share a common set of interests and rules to 
publish, share and access contents; paragraph 481: membership screening). 
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f. Regarding claim 7, Arora disclosed the method of claim 5, wherein the meta 
information further includes an identifier specifying where the retrieved portion of 
stored fact information is to be stored in the electronic file, and wherein the identifier 
is used in storing the retrieved portion (paragraph 16: store a zone of instant 
messaging distributed index, instant messaging information for a subset of the peers 
at locations in the zone indicated by hashes of identifiers of the peers in the instant 
messaging group). 

g. Regarding claim 8, Arora disclosed the method of claim 7, further comprising using 
the identifier to access the retrieved portion of stored fact information in the 
electronic file to apply the rule to the retrieved portion (paragraph 129: share a 
common set of interests and rules to publish, share and access contents; paragraph 
719: rule by which security is enforced). 

h. Regarding claim 9, Arora disclosed the method of claim 7, wherein the identifier is an 
XPath query (paragraph 1 1 , XPath for locate and process items in XML; paragraph 
64: XPath query for XML). 

i. Claims 11-14 are of the same scope as claims 1-3 and 5-6. These are rejected for the 
same reasons as for claims 1-3 and 5-6. 

j. Claims 15-17 and 19-22 are of the same scope as claims 1-3, 5 and 7-9. These are 
rejected for the same reasons as for claims 1-3,5 and 7-9. 
Arora disclosed all limitations of claims 1-3, 5-9, 11-17, 19-22. Claims 1-3, 5-9, 11-17, 19- 
22 are rejected under 35 U.S.C. 102(e). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter 
sought to be patented and the prior art are such that the subject matter as a whole would have 
been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 

Claims 4, 10 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Arora as 
applied to claim 1 above, and further in view of Chandra et al. (US 7130885 B2), hereinafter 
referred as Chandra. 

a. Regarding claim 4, Arora disclosed the invention subs y as c s Arora does 
not explicitly disclose wherein the electronic file is an XML document and the 
retrieved portion is stored in the XML document using an XSL transaction. However, 
Arora does show (paragraph 662) using XML to send message of different types. 

b. Chandra shows (Fig. 18E and column 71, lines 38-51) that XSL style sheet is used to 
generate XML) in an analogous art for the purpose of providing electronic messages 
that are linked and aggregated. 

c. It would have been obvious to a person of ordinary skill the art at me lime of the 

nentHM vas n . w - Arora' s functions of instant messaging using 
distributed indexes with Chandra's functions of using XSL to generate XML. 

d. s h !■■,... o; : . ,a:-n v-eM i t .;\ . \ v n h....,;u- .. - e v>: ^rhioan s ill in th-. 
would have been motivated to further detail how XML would be implemented in the 
electronic messaging system as per Chandra in the general art of using XML in 
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messaging as per Arora (paragraph 347) and Chandra (column 67, lines 36-53)'s 
teaching. 

e. Regarding claim 10, Chandra shows wherein the retrieved portion of the stored fact 
information pertains to at least one category selected from the group consisting of: a 
business context of the incoming electronic message, analytical data relating to the 
incoming electronic message, availability of a person for attending to the incoming 
electronic message, a skill of a person for attending to the incoming electronic 
message, communication information relating to the incoming electronic message, an 
industry with which the incoming electronic message is associated, and combinations 
thereof (Fig. 12 and 13D; column 54, lines 23-43; invitation to meet; column 55, lines 
57-67: schedule for availability). 

f. Claim 18 is of the same scope as claim 4. It is rejected for the same reasons as for 
claim 4. 

Together Arora and Chandra disclosed all limitations of claims 4, 10 and 18. Claims 4, 10 
and 18 are rejected under 35 U.S.C. 103(a). 
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Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Refer to the enclosed PTO-892 for details. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peling A. Shaw whose telephone number is (571) 272-7968. The 
examiner can normally be reached on M-F 8:00 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William C. Vaughn can be reached on (571) 272-3922. The fax phone number for 
the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the statu9s of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Peling A Shaw/ 
Examiner, Art Unit 2444 



